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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 , 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Braudaway et al (US 5,530,759). 

Claim 1: 

Braudaway discloses: 

"obtaining digital data of a transformed representation of the image", see Fig. 2 
item 202; 

"determining a transformed representation of the watermark for optimized 
visibility of the watermark in the image", see Fig. 2 items 206, 214, ABSTRACT lines 1- 
3; 

"and superposing the transformed representation of the watermark on the 
transformed representation of the image", see Fig. 2 items 214, 215, ABSTRACT lines 
1-3. 

Claim 2 is disclosed, because of the subtracting and clipping operation that happened in 
items 206, 212 of Fig. 2. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tewfik etal (US 6,031,914). 

Claim 1 : 

Tewfik discloses: 

"obtaining digital data of a transformed representation of the image", see Fig. 4 
items 36, 38, col. 1 lines 31-40; 

"determining a transformed representation of the watermark for optimized 
visibility of the watermark in the image", see Fig. 4 item 42; 

"and superposing the transformed representation of the watermark on the 
transformed representation of the image", see Fig. 4 item adder sign, col. 7 lines 36-38. 

The only difference between the claimed invention and Tewfik is that Tewfik 
does not explicitly teach "optimized" the visibility of the watermark in the image. 
However, Tewfik suggests a visible watermark (see col. 7 lines 49-52); thus, optimized 
the visibility of the watermark in the image, as claimed, is at level of one of ordinary skill 
in the art in view Tewfik's disclosure, because Tewfik teaches or suggests visible 
watermark as pointed out above. Therefore, the claimed invention would have been 
obvious to a person of ordinary skill in the art at the time the invention was made. 
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Claim 2 is disclosed, Fig. 4 items 36, 38. 

Claim 3 is disclosed, see Fig. 4 item 38 (DCT or Discrete Cosine Transformed 
representation as claimed). 

Claim 4 is disclosed, see Fig. 4 item 36, col. 1 lines 31-40. 

5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tewfik et 
al (US 6,031 ,914) in view of Girod et al (US 5,809,139). 

Claim 5: 

Tewfik does not explicitly say that the transformed representation includes 
motion compensation as claimed in claim 5. However, transformed representation that 
includes motion compensation is a notoriously well known technique in the art (as 
evidence see Girod at Figs. 1, 1A items 10, MC, which is a transformed representation 
(10) that includes motion compensation (MC)) used in image compression to reduce 
redundancy; thus, an artisan would be motivated to modify Tewfik and implement this 
existing technique to arrive at the claimed invention, because it is readily available to 
the designer and better compression ratios would be obtained by employing this 
technique to reduce redundancy. Therefore, the claimed invention would have been 
obvious to a person of ordinary skill in the art at the time the invention was made. 

Response to Arguments 

6. Applicant's arguments have been fully considered but they are not persuasive. 
Applicants argue on page 6 of the BRIEF ON APPEAL that "In contrast, the 

method claim 1 determines optimal visibility of the transform coefficients of the 
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watermark directly based on the transform coefficients of the images without decoding 
of transform coefficients of the image. Nothing in Braudaway discloses or suggests such 
a technique. The claimed method for determining optimal visibility of the transform 
coefficients of the watermark is different from the method described by Braudaway". 

These arguments are not persuasive, because the subject matter as claimed in 
claim 1 recited "determining a transformed representation of the watermark for 
optimized visibility of the watermark in the image" and this claimed subject matter is 
clearly disclosed by Braudaway as pointed out in the rejection. Applicants argue 
limitations that are not in the claims, for instance the subject matter "without decoding of 
transform coefficients of the image" and "transform coefficients of the watermark " are 
not in the claim, as emphasized by the Applicants. These arguments are not persuasive 
because the specification is not the measure of invention. Therefore, limitations 
contained therein can not be read into the claims for the purpose of avoiding the prior 
art. See In re Sporck, 55 CCPA 743, 386 F.2d 924, 155 USPQ 687 (1968). 

Applicant's arguments regarding the other claims are moot in view of the new 
ground of rejections. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jean W. Desir whose telephone number is (571 ) 272 
7344. The examiner can normally be reached on 5/4/9 - First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on (571) 272 7353. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JWD 
Oct. 6, 05 




^ JOHN MILLER 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



